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DETAILED ACTION 



Claim Objections 

1 . Claims 1 , 5, 1 1 , 1 3 are objected to because of the following informalities: 

Regarding claim 1 on page 31, line 4, "which portable terminal having" is grammatically 
incorrect. It is suggested to change "which" to "said". Appropriate correction is 
required. 

Regarding claim 5, 1 on page 32, line 18, "which portable terminal having" is 
grammatically incorrect. It is suggested to change "which" to "said". Appropriate 
correction is required. 

Regarding claim 1 1 , 1 on page 35, line 13, "which portable terminal having" is 
grammatically incorrect. It is suggested to change "which" to "said". Appropriate 
correction is required. 

Regarding claim 13, 1 on page 36, line 20, "which portable terminal having" is 
grammatically incorrect. It is suggested to change "which" to "said". 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 



2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 -3, 5-7, and 1 0-1 3 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Henrick, US Patent 6628940, and in view of Johansson et al., US 
Patent 5418837 and Hagebarth, US Patent 6484026. 

Regarding claim 1, Henrick discloses a portable terminal remote control method of 
remotely controlling a portable terminal from an external device (column 2, rmes|2-18), 
said portable terminal having a main body provided with a built-in memory (column 2, 
lines 19-22, note "information storage" reads on "memory" and "cellular telephone 
terminal" reads on "portable terminal having a main body"). Henrick further discloses 
the method comprising: a step of accepting a request by said external device related to 
a change of setting in said portable terminal from a user of said portable terminal 
(column 2, lines 12-34); and a setting changing "request" sending step of sending a 
setting changing "request", by said external device to said portable terminal (column 2, 
lines 19-22). Henrick does not disclose said portable terminal having an 
attachable/detachable storage medium. Furthermore, Henrick does not disclose that 
the setting changing mail collectively changes the contents of said built-in memory and 
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said storage medium of said portable terminal, in response to the received request. 
However, Johansson discloses said portable terminal having an attachable/detachable 
storage medium (column 3, lines 18-33, see also Figure 1 A - SUM Card 22 with 
Memory 15'). Johansson further discloses the setting changing "request" collectively 
changes the contents of said built-in memory and said storage medium of said portable 
terminal, in response to the received request (for changing the contents of memory see 
column 7, lines 9-16, furthermore for collective changing of memory and storage 
medium see column 4, lines 51 to column 5 line 3). Therefore at the time of invention, it 
would have been obvious to a person of ordinary skill in the art to modify Henrick with 
the above teachings of Johansson to collectively update memories in order to provide 
back up data (as suggested by Johansson in column 4, lines 51-58). The combination 
of Henrick and Johansson does not disclose that the setting changing "request" as set 
forth above is in form of "mail". However, Hagebarth discloses the "request" is in form 
of mail (column 5, lines 13-22). Therefore at the time of invention, it would have been 
obvious to a person of ordinary skill in the art to modify the combination of Henrick and 
Johansson, with the above teachings of Hagebarth, in order to send the "setting 
changing request" in form of mail, since e-mails are very well known to the art and easy 
to use due to their popularity. 

Regarding claim 2, see the rejection of claim 1 for the subject matter this claim is 
dependent upon. The combination of Henrick, Johansson, and Hagebarth further 
discloses in the setting changing mail sending step, a setting changing mail including a 
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computer program (Johansson - column 3, lines 40-46) that changes the contents of 
said built-in memory (Johansson - column 2, lines 29-49) and said storage medium 
(Johansson - column 4, line 51 to column 5, line 3) and a change of setting identifier is 
sent (Johansson - column 2, lines 50-57). 

Regarding claim 3, see the rejection of claim 1 for the subject matter this claim is 
dependent upon. The combination of Henrick, Hagebarth, and Johansson discloses the 
setting changing mail sending step includes a setting changing mail generating step of, 
upon acceptance of the request related to the change of setting in said portable 
terminal, generating the setting changing mail containing information suitable to the 
received request (Henrick - column 3, lines 30-38, and column 3, line 67 to column 4, 
line 9, note whether the "user selects directory or appointments" reads on "suitable"), 
the information in the setting changing mail is a computer program (Johansson - 
column 3, lines 42-46). 

Regarding claim 5, Henrick discloses a portable terminal remote control method of 
remotely controlling a portable terminal (element 105 in figure 1) from an external 
device (element 101 in figure 1), said portable terminal having a main body provided 
with a built-in memory (column 2, lines 19-22, note "information storage" reads on 
"memory" and "cellular telephone terminal" reads on "portable terminal having a main 
body"). Henrick further discloses the method comprising: a step of receiving a setting 
changing "request", sent from said external device in said portable terminal (column 6, 
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lines 8-16). Henrick does not disclose said portable terminal having an 
attachable/detachable storage medium. Furthermore, Henrick does not disclose that 
the contents of said built-in memory and said storage medium can be collectively 
changed; and a first updating step of collectively updating the contents of said built-in 
memory and said storage medium based on the content of the received setting 
changing mail. However, Johansson discloses said portable terminal having an 
attachable/detachable storage medium (column 3, lines 18-33, see also Figure 1A- 
SUM Card 22 with Memory 15'). Johansson further discloses that the contents of said 
built-in memory and said storage medium can be collectively changed; and a first 
updating step of collectively updating the contents of said built-in memory and said 
storage medium based on the content of the received setting changing "request" 
(column 4, lines 54-60, note "the backup memory can be arranged for the entire 
contents of memory 15 reads on "changing the contents of built-in memory and storage 
medium". See also column 4, line 63 to column 5, line 3). Therefore, at the time of the 
invention, it would have been obvious to a person of ordinary skill in the art to modify 
the Henrick with the above teachings of Johansson to update both built-in memory and 
SIM card or IC- circuit, in order to provide backup, as suggested by Johansson (column 
4, lines 51-54). The combination of Henrick and Johansson does not disclose the 
"request" as set forth above is in form of "mail". However, Hagebarth discloses the 
"request" is in form of e-mail (column 5, lines 13-22). Therefore at the time of invention, 
it would have been obvious to a person of ordinary skill in the art to modify the 
combination of Henrick and Johansson, with the above teachings of Hagebarth, in order 
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to send the "setting changing request" in form of e-mail, since e-mails are very well 
known to the art and easy to use due to their popularity. 

Regarding claim 6, see the rejection of claim 5 for the subject matter this claim is 
dependent upon. The combination of Henrick, Hagebarth and Johansson disclose in 
the first updating step, said main body updates the contents of said built-in memory and 
said storage medium by executing a computer program (Johansson - column 6, lines 
33-42, see also column 4, lines 54-58 for updating storage medium) contained in said 
setting changing "request" (Johansson - Figure 3, blocks 80, 85, 90, 95, 100, and 105. 
Note the setting changing "request" can be sent via "mail" of Hagebarth as discussed 
above). 

Regarding claim 7, see the rejection of claim 5 for the subject matter this claim is 
dependent upon. The combination of Henrick, Hagebarth and Johansson disclose said 
storage medium is composed of an IC card or a subscriber identity module card issued 
by a communication provider, each provided with a processor and a memory 
(Johansson - column 1, lines 27-35), so that in the first updating step, said main body 
having a processor that updates the contents of said built-in memory by executing a 
computer program (Johansson - column 2, lines 39-40, and column 6, lines 33-42), 
contained in said setting changing program contained in said setting changing mail 
(Johansson - Figure 3, blocks 80, 85, 90, 95, 100, and 105, Note the setting changing 
"program" can be sent via "mail" as taught by Hagebarth), and said IC card or 
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subscriber identity module card are updated by means of a processor-to-processor 
communication between the processor in said main body and the processor in said IC 
card or subscriber identity module card (Johansson - see CPU 10 in the mobile terminal 
in Figure 1A and CPU 225 in the external memory card "SUM card" in figure IB, note 
card 22 in Figure 1 A can be changed with card 22' in Figure 1 B; also see column 7, 
lines 52-54). 

Regarding claim 10, see the rejection of claim 5 for the subject matter this claim is 
dependent upon. The combination of Henrick, Hagebarth, and Johansson disclose in 
the step of receiving a setting changing mail (Henrick - column 6, lines 8-16), a setting 
changing mail including a computer program that changes the contents of said built-in 
memory and said storage medium (Johansson - column 4, lines 54-60, note "the backup 
memory can be arranged for the entire contents of memory 15" reads into "changing the 
contents of built-in memory and storage medium". See also column 4, line 63 to column 
5, line 3. Furthermore, note the program in Johansson's SUM card can be transmitted 
via "mail" of Hagebarth) and a change of setting identifier is received (Johansson - 
column 3, lines 64-65); and wherein in the first updating step, if the change of setting 
identifier is present in a setting changing mail, the contents of said built-in memory and 
said storage medium are updated collective by executing the computer program 
contained in the setting changing mail (Johansson - column 2, lines 50-57). 
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Regarding claim 1 1 , Henrick discloses a portable terminal remote control system having 
at least one external device (element 101 in figure 1) and at least one portable terminal 
(element 105 in figure 1 ) and capable of remotely controlling said portable terminal from 
said external device (column 2, lines 2-18), said portable terminal having a main body 
provided with a built-in memory (column 2, lines 19-22, note "information storage" reads 
on "memory" and "cellular telephone terminal" reads on "portable terminal having a main 
body"). Henrick further discloses wherein said external device having, an accepting unit 
which accepts a request related to a change of setting in said portable terminal from a 
user of said portable terminal (column 3, lines 31-39). Henrick does not disclose the 
said portable terminal having an attachable/detachable storage medium. Furthermore, 
Henrick further does not disclose setting changing mail collectively changes the 
contents of said built-in memory and said storage medium of said portable terminal, in 
response to the received request. However, Johansson discloses said portable 
terminal an attachable/detachable storage medium (column 3, lines 18-33, see also 
Figure 1 A - SUM Card 22 with Memory 15'). Johansson further discloses a setting 
changing "request" collectively changes the contents of said built-in memory and said 
storage medium of said portable terminal, in response to the received request (for 
changing the contents of memory see column 7, lines 9-16, furthermore for collective 
changing of memory and storage medium see column 4, lines 49 to column 5 line 3). 
Therefore at the time of invention, it would have been obvious to a person of ordinary 
skill in the art to modify Henrick with the above teachings of Johansson to collectively 
update memories in order to provide back up data as suggested by Johansson (column 
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4, lines 51-58). The connbination of Henrick and Johansson does not disclose the 
"request" as set forth above is in form of mail and a setting changing nnail sending unit 
which sends a setting changing mail, to said portable terminal. However, Hagebarth 
discloses the "request" as set forth above is in form of mail (column 5, lines 13-22) and 
a setting changing mail sending unit which sends a setting changing mail, to said 
portable terminal (column 5, lines 13-19, note it is inherent that a mail sending unit is 
present for "performance parameters e-mail to be sent). Therefore, at the time of 
invention, it would have been obvious to a person skilled in the art to modify the 
combination of Henrick and Johansson with the above teachings of Hagebarth, in order 
to also include e-mail as another form of transmission in since e-mails are easy to use 
and very well known to the art. 

Regarding claim 12, Henrick discloses a computer-readable recording medium (element 
101 , Figure 1), in which a portable terminal remote control program is recorded for 
allowing an external device to remotely control a portable terminal (column 2, lines 12- 
18) composed of a main body provided with a built-in memory (column 2, lines 19-22, 
note "information storage" reads on "memory" and "cellular telephone terminal" reads on 
"portable terminal having a main body"). Henrick further discloses the method 
comprising: a step of accepting a request by said external device related to a change of 
setting in said portable terminal from a user of said portable terminal (column 2, lines 
12-34), characterized by recording a portable terminal remote control program to have a 
computer carry out: a step of accepting a request by said external device related to a 
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change of setting in said portable terminal from a user of said portable terminal (column 
2, lines 12-34); and a setting changing "request" sending step of sending a setting 
changing "request", by said external device to said portable terminal (column 2, lines 
19-22). Henrick does not disclose said portable terminal having an 
attachable/detachable storage medium. Furthermore, Henrick does not disclose that 
the setting changing mail collectively changes the contents of said built-in memory and 
said storage medium of said portable terminal, in response to the received request. 
However, Johansson discloses an attachable/detachable storage medium (column 3, 
lines 18-33, see also Figure 1A- SUM Card 22 with Memory 15'). Johansson further 
discloses the setting changing "request" collectively changes the contents of said built-in 
memory and said storage medium of said portable terminal, in response to the received 
request (for changing the contents of memory see column 7, lines 9-16, furthermore for 
collective changing of memory and storage medium see column 4, lines 49 to column 5 
line 3). Therefore at the time of invention, it would have been obvious to a person of 
ordinary skill in the art to modify Henrick with the above teachings of Johansson, to 
collectively update memories in order to provide back up data as suggested by 
Johansson (column 4, lines 51-58). The combination of Henrick and Johansson does 
not disclose that the setting changing "request" as set forth above is in form of e-mail. 
However, Hagebarth discloses the "request" is in form of e-mail (column 5, lines 13-22). 
Therefore at the time of invention, it would have been obvious to a person of ordinary 
skill in the art to modify the combination of Henrick and Johansson, with the above 
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teachings of Hagebarth, in order to send the "request" in form of e-mail, since e-mails 
are very well known to the art and easy to use due to their popularity. 

Regarding claim 13, Henrick discloses a portable terminal remote control system having 
at least one external device (Figure 1, element 101) and at least one portable terminal 
(Figure 1 , element 105) and capable of remotely controlling said portable terminal from 
said external device (column 2, lines 19-22), said portable terminal having a main body 
provided with a built-in memory (column 2, lines 19-22, note "information storage" reads 
on "memory" and "cellular telephone terminal" reads on "portable terminal having a main 
body"). Henrick further discloses wherein said portable device having, a setting 
changing "request" receiving unit which receives a setting changing "request" sent from 
said external device (column 3, lines 63-67). Henrick does not disclose said portable 
terminal having an attachable/detachable storage medium. Furthermore, Henrick does 
not disclose the setting changing mail by which contents of said built-in memory and 
said storage medium can be collectively changed. However, Johansson discloses said 
portable terminal having an attachable/detachable storage medium (column 3, lines 18- 
33, see also Figure 1 A - SUM Card 22 with Memory 15'). Johansson further discloses 
the setting changing "request" by which contents of said built-in memory and said 
storage medium can be collectively changed (for changing the contents of memory see 
column 7, lines 9-16, furthermore for collective changing of memory and storage 
medium see column 4, lines 49 to column 5 line 3); and an updating unit which 
collectively updates the contents of said built-in memory and said storage medium 
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based on the content of the received setting changing nnail (colunnn 6, lines 29-37). 
Therefore at the tinne of invention, it would have been obvious to a person of ordinary 
skill in the art to modify Henrick with the above teachings of Johansson to collectively 
update memories in order to provide back up data as suggested by Johansson in 
column 4, lines 51-58), The combination of Henrick and Johansson does not disclose 
that the setting changing "request" as set forth above is in form of "mail". However, 
Hagebarth discloses the setting changing "request" is in form of "mail" (column 5, lines 
13-19). Therefore at the time of invention, it would have been obvious to a person of 
ordinary skill in the art to modify the combination of Henrick and Johansson, with the 
above teachings of Hagebarth, in order to send the "request" in form of mail, since e- 
mails are very well known to the art and easy to use due to their popularity. 

4. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Henrick, 
US Patent 6628940, and in view of Johansson et al., US Patent 5418837 and 
Hagebarth, US Patent 6484026, and further in view of Moles et al., US Patent 6615038. 

Regarding claim 4, see the rejection of claim 3 for the subject matter this claim is 
dependent upon. The combination of Henrick, Hagebarth and Johansson does not 
disclose an authenticating step of, upon acceptance of the request related to the 
change of setting in said portable terminal from the user of said portable terminal, 
checking whether the user is an authorized user or not, and generating the setting 
changing mail only when the user is an authorized user. However, Moles discloses an 
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authenticating step of, upon acceptance of the request related to the change of setting 
in said portable terminal from the user of said portable terminal, checking whether the 
user is an authorized user or not, and generating the setting changing mail only when 
the user is an authorized user (column 8, lines 49-65). Therefore at the time of invention 
it would have been obvious to a person skilled in the art to modify the combination of 
Henrick, Johansson, and Hagebarth with the above teachings of Moles, in order to 
authorize the subscriber (as suggested by Moles in column 8, line 63-66). 

5. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Henrick, 
US Patent 6628940, and in view of Johansson et al., US Patent 5418837 and 
Hagebarth, US Patent 6484026, and further in view of Svensson, US Patent 5687216. 

Regarding claim 8, see the rejection of claim 5 for the subject matter this claim is 
dependent upon. The combination of Henrick, Johansson, and Hagebarth disclose a 
first storing step of storing the received setting changing mail in said internal memory 
(Johansson - column 2, lines 29-41); The combination of Henrick, Hagebarth, and 
Johansson does not disclose a second updating step of, when said storage medium is 
replaced with another storage medium, updating the contents of said another storage 
medium by running the computer program contained in the setting changing mail stored 
in said internal memory. However, Svensson discloses a second updating step of, 
when said storage medium is replaced with another storage medium, updating the 
contents of said another storage medium by running the computer program (column 2, 
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lines 46-55) contained in the setting changing nnail stored in said internal memory (as 
already discussed in this claim). Therefore, at the time of invention it would have been 
obvious to a person of ordinary skill in the art to add the above teachings of Svensson, 
to the combination of Henrick, Johansson, and Hagebarth, to transport information to 
another phone as suggested by Svensson (column 4, line 14-17). 

6. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Henrick, 
US Patent 6628940, and in view of Johansson et al., US Patent 5418837 and 
Hagebarth, US Patent 6484026, and further in view of Hubbe et al., US patent 6278885. 

Regarding claim 9, see the rejection of claim 5 for the subject matter this claim is 
dependent upon. The combination of Henrick, Johansson, and Hagebarth disclose a 
first storing step of storing the received setting changing mail in said storage medium 
(Johansson- column 2, lines 29-41, also see column 4, line 54 to column 5, line 3 for 
storage in external memory). The combination of Henrick, Johansson, and Hagebarth 
does not disclose a third updating step of, when said storage medium is inserted into a 
main body of an another portable terminal, updating the contents in an internal memory 
of said main body of an another portable terminal by running the computer program 
contained in the setting changing mail stored in said storage medium. However, Hubbe 
discloses a third updating step of, when said storage medium is inserted into a main 
body of an another portable terminal, updating the contents in an internal memory of 
said main body of an another portable terminal by running the computer program 
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(abstract, see also column 3, lines 26-35) contained in the setting changing mail stored 
in said storage medium (as already discussed in this claim). Therefore, at the time of 
invention it would have been obvious to a person of ordinary skill in the art to add the 
above teachings of Hubbe to the combination of Henrick, Johansson, and Hagebarth, to 
enable a mobile user to for example store the directory information in his SIM card to 
the internal memory of another mobile when the user is using another phone (as 
suggested by Hubbe, column 4, lines 8-14). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

US Patent 6351639, Motohashi, Telephone Whose Setting Details can Be Changed, 
and Telephone Capable of Changing Settings of Called Telephone. A portable cellular 
phone with function setting request receiving means for receiving from the calling 
telephone a function setting request added to call setting information, setting changing 
means capable of changing setting details according to the function setting request 
received by the function setting request receiving means. 

US Publication 2001/0055964, Karhu, System for Remotely Accessing Data Stored in a 
Radiotelephone. Remote accessing of data stored in the memory of a radiotelephone. 
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8. Any inquiry concerning this connmunication or earlier connmuni cations fronn the 
examiner should be directed to Farima Farkhondar whose telephone number is 703- 

305- 6285. The examiner can normally be reached on 8:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sinh Tran can be reached on 703-305-4040. The fax phone numbers for 
the organization where this application or proceeding is 703-872-9314. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the customer service whose telephone number is 703- 

306- 0377. 



Farima Farkhondar-Tonsey 
Examiner 

November 13, 2003 
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